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DETAILED ACTION 
Current Status 

1 . This action is responsive to Applicants' amendment of 1 1 June 2009. 

2. Receipt and entry of Applicants' amendment is acknowledged. 

3. Claims 1-5 are pending. 

4. The finality of the Office Action dated 12/11/2008 is withdrawn in favor of this 
rejection. 

Applicants argue that their process yield unexpected result. That is, less by- 
product and higher product yield. Applicants' argument about unexpected results filed 
1 1 June 2009 has been fully considered but they are not persuasive because the 
compared results were obtained with ratios of 1/0.13 and 0.15 to results with a ratio of 
1/0.51 . However, the claims encompass a range that extends to 0.3 and further 
embraces using any acid and basic compound whereas the exemplified results are 
limited to acetic acid and pyridine. The evidence of unexpected doesn't support the full 
breadth of the claims because there is no evidence of improvement up to a ratio of 1/0.3 
wherein the acidic and basic compounds are other than acetic acid and pyridine, and 
Applicants failed to provide the result results obtained with ratios of 1/0.3 to results with 
a ratio of 1/0.51. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
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it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for specifically "a method for producing a 3- 
methylthiopropanal wherein acetic acid and pyridine are employ as exemplified in the 
specification" does not reasonably provide enablement for "a method for producing a 3- 
methylthiopropanal carried out with any acidic compound and any basic compound" 
as claimed because Applicants have not specified in the claims or in the specification 
how to conduct a method for producing a 3-methylthiopropanal in a continuous manner 
with any acidic compound and any basic compound. 

The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to practice the invention 
commensurate in scope with these claims. 

The standard for determining whether the specification meets the enablement 
requirement is whether experimentation needed to practice the invention is undue or 
unreasonable. Accordingly, even though the forgoing statute does not use the term 
"undue experimentation," it has been interpreted to require that the claimed invention be 
enabled so that any person skilled in the art can make and use the invention without 
undue experimentation. See M.P.E.P. § 2164. 

In the instant case, the claims cover "a method for producing a 3- 
methylthiopropanal carried out with any acidic compound and any basic compound", 
and Applicants have not specified in the claims or in the specification how to conduct a 
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method for producing a 3-methylthiopropanal in a continuous manner with all acidic 
compounds and all basic compounds. 

Based on the above standards, the disclosure must contained sufficient 
information to enable one skilled in the pertinent art to practice this invention without 
undue experimentation. See MP. E. P. 2164.01. Given the lack of disclosure for "a 
method for producing a 3-methylthiopropanal carried out with any acidic compound and 
any basic compound", the instant invention cannot be practiced commensurate in scope 
with the claims because Applicants have not specified in the claims or in the 
specification how to conduct a method for producing a 3-methylthiopropanal in a 
continuous manner with any acidic compound and any basic compound. 

The Examiner understands that there is no requirement that the specification 
disclose every possible embodiment if there is sufficient guidance given by knowledge 
in the art (See M.P.E.P. § 2164.05(a)). However, the instant case goes beyond what is 
known in the art, because the specification does not offer any guidance on how one of 
ordinary skill would go about practicing the invention from the claim to "a method for 
producing a 3-methylthiopropanal carried out with any acidic compound and any basic 
compound" because Applicants have not specified in the claims or in the specification 
how to conduct a method for producing a 3-methylthiopropanal in a continuous manner 
with any acidic compound and any basic compound. 

Here, the requirement for enablement is not met since the claims go far beyond 
the enabling disclosure. Based on the forgoing, claims 1-5 are prima facie non-enabled 
for their full scope. 
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With regard to rejection under 35 U. S. C. 112, first paragraph, the following 
factors have been carefully considered (In re Wands, 8 USPQ2d 1400; CAFC, 1988): 

1 . the nature of the invention, 

2. the state of the prior art, 

3. the predictability or lack thereof in the art, 

4. the amount of direction or guidance present, 

5. the presence or absence of working examples, 

6. the breadth of the claims, 

7. the quantity of experimentation needed, and 

8. the level of the skill in the art. 

(1) Nature of the invention . As indicated above, the invention is drawn to "a 
method for producing a 3-methylthiopropanal wherein acetic acid and pyridine are 
employ as exemplified in the specification". 

(2) Breadth of the Claims. The claims are extremely broad because Applicants 
have not specified in the claims or in the specification how to conduct a method for 
producing a 3-methylthiopropanal in a continuous manner with any acidic compound 
and any basic compound. In particular, claims 1-5 that read on specifically "a method 
for producing a 3-methylthiopropanal carried out with any acidic compound and any 
basic compound". 

(4) Unpredictability of the Art . The instant case is drawn to "a method for 
producing a 3-methylthiopropanal carried out with any acidic compound and any basic 
compound". This method is speculative because Applicants have not specified in the 
claims or in the specification how to conduct a method for producing a 3- 
methylthiopropanal in a continuous manner with any acidic compound and any basic 
compound. Applicants' claiming "a method for producing a 3-methylthiopropanal carried 
out with any acidic compound and any basic compound" is doubtful and requires 
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objective proof because Applicants have not specified in the claims or in the 
specification how to conduct a method for producing a 3-methylthiopropanal in a 
continuous manner with any acidic compound and any basic compound. In such a 
speculative field, more enablement by way of specific examples is necessary in order to 
establish the utility of a genus. In re Fisher , 166 U.S.P.Q. 18. 
(5) Amount of Guidance Provided. Applicants have provided guidance for a 
method for producing a 3-methylthiopropanal wherein acetic acid and pyridine is employ 
as exemplified in the specification. However, when considering that the claims read on 
"a method for producing a 3-methylthiopropanal carried out with any acidic compound 
and any basic compound", it becomes critical to know how to make "3- 
methylthiopropanal with any acidic compound and any basic compound" because 
Applicants have not specified in the claims or in the specification how to conduct a 
method for producing a 3-methylthiopropanal in a continuous manner with any acidic 
compound and any basic compound. This is critical to the practice of the invention and 
therefore should adequately be disclosed. 

(7) Ordinary Skill in the Art . The ordinary skill artisan would not be able to practice 
the claimed invention with the current disclosure. It is not clear how to make "3- 
methylthiopropanal with any acidic compound and any basic compound. 

Thus, it can safely be concluded that the instant disclosure fails to provide an 
enabling disclosure for "a method for producing a 3-methylthiopropanal in a continuous 
manner with any acidic compound and any basic compound " as claimed because 
Applicants have not specified in the claims or in the specification how to conduct a 
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method for producing a 3-methylthiopropanal in a continuous manner with any acidic 
compound and any basic compound. 

The Examiner suggests that Applicants delete all non-enabling subject 
matters. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blackburn et al., {US 5,705,675}. 

Applicants claim a method for producing a 3-methylthiopropanal in a continuous 
manner, the method comprising the step of supplying an acrolein and a methyl 
mercaptan together or sequentially with an acidic compound and a basic compound into 
a reaction system to react the acrolein with the methyl mercaptan, wherein the basic 
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compound is used in an amount of about 0.3 mol or less per mole of the acidic 
compound; wherein all the other variables are as defined in the claim. 

Determination of the scope and content of the prior art (M.P.E.P. $2141.01) 

Blackburn et al. teach a process for the continuous preparation of 3- 
(methylthio)propanal. The reaction between acrolein and methyl mercaptan may be 
conducted in either a continuous or batchwise fashion. Blackburn et al. teach a process 
wherein the base is in excess of the acid; that is; the molar ratio of organic base to 
acetic acid introduced into the reaction zone is typically from about 0.5 to about 2.0. 
More preferably, the molar ratio organic base to acetic acid introduced into the reaction 
zone is from about 0.5 to about 1 .0. Furthermore, Blackburn et al. teach the process 
wherein the catalysts are premix before introduction into the reaction zone. See 
column 3, line 36-38, column 6, lines 2-38 and the working example 1 . 

Ascertainment of the difference between the prior art and the claims (M.P.E.P.. 
$2141.02) 

Blackburn et al. process for producing a 3-methylthiopropanal differs from the 
instantly claimed method for producing a 3-methylthiopropanal in that Blackburn et al. 
teach a process that employed the molar ratio of organic base to acetic acid introduced 
into the reaction zone is typically from about 0.5 to about 2.0 while applicants claim a 
process wherein the molar ratio of the basic compound is in an amount of about 0.3 mol 
or less per mole of the acidic compound. 

Finding of prima facie obviousness-rational and motivation (M.P.E.P.. $2142- 
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The instant claimed method for producing a 3-methylthiopropanal would 
therefore have been suggested to one of ordinary skill in view of the teachings of 
Blackburn et al. 

One of ordinary skill in the art would have a reasonable expectation of success in 
practicing the instant invention by reacting an acrolein and a methyl mercaptan with a 
basic/acidic compounds by varying the base/acid concentration to avoid the 
polymerization and formation of by-product from the teaching of Blackburn et al. Said 
person would have been motivated to make 3-methylthiopropanal because 3- 
methylthiopropanal is an essential compound in amino acid synthesis, which is used as 
a supplement in animal feed formulations. 

Additionally, merely modifying the process conditions such as temperature and 
concentration is not a patentable modification absent a showing of criticality. In re Aller, 
220 F.2d 454, 105 U. S. P. Q. 233 (C. C. P. A. 1955). The instantly claimed invention 
would therefore have been obvious to one of ordinary skill in the art. It should be noted 
that a prima facie case of obviousness exists where the claimed ranges and prior art 
ranges do not overlap but are close enough that one of ordinary skill in the art would 
have expected them to have the same properties. See MPEP 2144.05. 
No Claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chukwuma O. Nwaonicha whose telephone number is 
571-272-2908. The examiner can normally be reached on Monday thru Friday, 8:30am 
to 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Chukwuma O. Nwaonicha/ 
Examiner, Art Unit 1621 



/Daniel M Sullivan/ 

Supervisory Patent Examiner, Art Unit 1621 



